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Art Unit: 3653 

DETAILED ACTION 

Response to Amendment / Arguments 

Applicant has cancelled claims 1 1 and 12 which render moot the drawing objection and 
the 1 12 rejection of the previous office action. Applicant has amended claims 1-3, 7, 9, 13, and 
15. Applicant has argued the amended claims overcome the rejections of the previous office 
action. Applicant has traversed the rejection of claim 27 arguing that the proper 112 paragraph 6 
analysis was not preformed. 

In view of the applicant's response, the claims and prior art are reconsidered. The 
indicated allowability of claims 13, 15, 16, 19 and 21-25 are withdrawn upon reconsideration of 
the claim language. Rejections based on the newly cited reference(s) follow. 

Drawings 

The drawings are objected to under 37 CFR 1 .83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, "a member that extends non-radially 
from roller" must be shown or the feature(s) canceled from the claim(s). The fingers (82) are 
interpreted to extend radially from the roller and therefore cannot be the "non-radially extending 
member". No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
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should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 


Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 1-10, 21-23 and 25 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1, 7 and 21 recites the limitation, a member extending non-radially from the 
roller. This language is unclear. The fingers shown in the drawings appear to extend radially 
and therefore cannot be the non-radially extending members. Hence, the claims appear 
inaccurate. , 

Therefore, it is unclear what is considered "non-radially extending." However, given that 
the specification and drawings allege that the finger protrusion are the members represented by 
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the term "non-radially extending" the claims are examined as best understood and the prior art 
used in the rejections which appears to demonstrate protrusions which are as "non-radially 
extending" at least as much as can be determined from applicant's specification's and drawings' 
depiction of u non-radially extending." 

Claim 7 recites the limitation "the roller" in line 5. There is insufficient antecedent basis 
for this limitation in the claim. 

Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-5, 13, 15-17, 21-23, 25 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US Patent No. 3,981,496 to Jensen et al. (hereinafter "Jensen"). 

Jensen discloses a method of processing sheet media comprising: 

• moving a sheet medium (7) upward by contact of a face of the sheet medium with 
a roller (1); and 

• carrying a trailing edge with a member that extends non-radially from the roller of the 
sheet medium upward and then over the roller (see Fig. 4). 
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In regard to claim 2, Jensen discloses the elements 8 are soft and compressible. 
Therefore, examiner submits that the elements will deflect (even if only slightly) in a direction 
opposite to the first direction. 

In regard to claims 3, 4 and 5, see Fig. 4. 

In regard to claim 13, Jensen discloses a media processing apparatus, comprising 

• a rotatable member (see Fig. 4); 

• a resilient member (8) connected to the rotatable member and configured to engage a 
trailing edge of a sheet medium and lift the trailing edge upward and over the rotatable member 
as the rotatable member rotates (see Fig. 4); 

wherein the rotatable member is configured to rotate in a direction, and wherein the at 
least one resilient member is configured to bend opposite to the direction upon contact with a 
face of the sheet medium (Jensen discloses the elements 8 are soft and compressible. Therefore, 
Examiner submits that the elements when in contact with the paper will bend (even if only 
slightly) in a direction opposite to the first direction). 

In regard to claim 15, Jensen discloses the elements (8) are compressible into recesses 
(see Fig. 3). Therefore, Examiner submits that the elements, when in contact with the paper's 
front face of the sheet, will be moved to their retracted position (Fig. 3) and return to the 
extended position when that contact with the front face is removed (see Fig. 4). 

In regard to claim 16, Jensen discloses, in the retracted position, the elements (8) are 
inside the radius of the roller, while in the extended position the elements are outside the radius 
of the roller. 
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In regard to claim 17, see Jensen, Fig 2. 

In regard to claim 21, Jensen discloses an apparatus for displacing a sheet of print 
medium (film) from a direction of movement of the print medium produced by a roller, 
comprising: 

• a body (rotating shaft of roller 1) configured to be connected to the roller for rotation 
therewith; and 

• at least one resilient finger (8) connected to the body (via the roller 1) and configured to 
be deflected toward the body (Jensen discloses the elements 8 are compressible into recesses; see 
Fig.3). Therefore, Examiner submits that the elements when in contact with the paper will 
deflect towards the rotating shaft), and generally away from the direction of movement, by 
contact with a face of the print medium to permit movement of the medium along the path and 
also being configured to engage a trailing edge of the print medium to carry the trailing edge 
away from the path as the resilient finger rotates, 

wherein the at least one resilient finger extends non-radially from the body. 
In regard to claim 22, see col. 2, line 17. 
In regard to claim 23, see Fig. 2. 

In regard to claim 25, see Fig. 3 wherein the planar distal portion of the finger contacts 
the face of the sheet media. 

Claims 21, 22, 24 and 25 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Japanese Patent No. 01261 161 to Izumi. {hereinafter "Izumi"). 
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In regard to claim 21, Izumi discloses an apparatus for displacing a sheet of print medium 
from a direction of movement of the print medium produced by a roller, comprising: 

• a body (20) configured to be connected to the roller for rotation therewith (see Fig. 3 
where the body is connected to the roller for rotation therewith); and 

• at least one resilient finger (20a) connected to the body and configured to be deflected 
toward the body (Fig. 1 c where 20a is deflected), and generally away from the direction of 
movement, by contact with a face of the print medium to permit movement of the medium along 
the path and also being configured to engage a trailing edge of the print medium to carry the 
trailing edge away from the path as the resilient finger rotates, 

wherein the at least one resilient finger extends non-radially from the body. 
In regard to claim 22, see Fig. 1 c where 20a is deformed. 

In regard to claim 24, Izumi discloses an apparatus for displacing a sheet of print medium 
from a direction of movement of the print medium produced by a roller, comprising: 

• a body (20) configured to be connected to the roller for rotation therewith (see Fig. 3 
where the body is connected to the roller for rotation therewith); and 

• at least one resilient finger (20a) connected to the body and configured to be deflected 
toward the body (Fig. 1 c where 20a is deflected), and generally away from the direction of 
movement, by contact with a face of the print medium to permit movement of the medium along 
the path and also being configured to engage a trailing edge of the print medium to carry the 
trailing edge away from the path as the resilient finger rotates, 
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wherein the at least one resilient finger includes a proximal portion disposed adjacent the 
body, and wherein the proximal portion includes a thinned region at which the at least one 
resilient finger bends upon contact with the face of the print medium to produce deflection. 

In regard to claim 25, see Fig. 1 . 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 6-10, 18-20 and 27 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent No. 4,681,312 to Harvey (hereinafter "Harvey") in view of Jensen. 
In regard to claim 6 and 7, Harvey discloses a method comprising: 

• placing a colorant on a sheet (col. 1, lines 8 where Harvey discloses a printer) 

• moving a sheet medium (1) along an upward path (see Fig. 1). 

• carrying a trailing edge of the sheet medium along an arcuate path extending upward. 
Harvey does not disclose a protrusion that extends non-radially from the roller. Jensen 

discloses a protrusion (8) that extends non-radially from the roller. It would have been obvious 
to one of ordinary skill in the art to modify Harvey to include Jensen's protrusion since Jensen's 
protrusion would aid in moving the sheet laterally to the stacker (compare Jensen Fig 4 with 
Harvey Fig. 1). 

In regard to claims 8-10, see Jensen, Fig. 4. 
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In regard to claim 18, Harvey discloses a media processing apparatus, comprising 

• a rotatable member (4b); 

• a colorant applicant mechanism to apply colorant to the sheet medium. 

Harvey does not discloses a resilient member connected to the rotatable member and 
configured to engage a trailing edge of a sheet medium and lift the trailing edge upward and over 
the rotatable member as the rotatable member rotates. Nor does Harvey disclose that the at least 
one resilient member is configured to bend opposite to the direction upon contact with a face of 
the sheet medium. 

Jensen discloses a resilient member (8) connected to a rotatable member and configured 
to engage a trailing edge of a sheet medium and lift the trailing edge upward and over the 
rotatable member as the rotatable member rotates (see Fig. 4). Further, Jensen discloses the at 
least one resilient member is configured to bend opposite to the direction upon contact with a 
face of the sheet medium (Jensen discloses the elements 8 are soft and compressible. Therefore, 
Examiner submits that the elements when in contact with the paper will bend (even if only 
slightly) in a direction opposite to the first direction. 

It would have been obvious to one of ordinary skill in the art to modify Harvey to include 
Jensen's protrusion since Jensen's protrusion would aid in moving the sheet laterally to the 
stacker (compare Jensen Fig 4 with Harvey Fig. 1). 

In regard to claim 19, see Jensen Fig. 4. 

In regard to claim 20 see Fig. 2. 
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In regard to claim 27, Harvey discloses a printing apparatus comprising: 

• means for placing a colorant on a sheet (col. 1, lines 8 where Harvey discloses a printer; 
Examiner takes official notice that printers place ink/toner, etc. onto paper. Ink, toner, etc. is a 
colorant.). 

• means for moving a sheet medium (1) along an upward path (see Fig. 1) by contact of a 
face of the sheet medium with a roller. 

Harvey does not disclose means for lifting a trailing edge of the sheet medium upward 
and then over the roller. Jensen discloses a protrusion (8) for lifting a trailing edge of a sheet 
medium upward and then over a roller. It would have been obvious to one of ordinary skill in 
the art to modify Harvey to include Jensen's protrusion since Jensen's protrusion would aid in 
moving the sheet laterally to the stacker (compare Jensen Fig 4 with Harvey Fig. 1). 

112 paragraph 6 analysis of claim 27 

First, Examiner notes the means + function clause "means for moving a sheet medium 
along an upward path by contact of a face of the sheet medium with a roller" is an improper 
"means + function" clause. Under 112 para. 6, "means + function" clauses must not be modified 
by sufficient structure, material or acts for achieving the specified function. Here, the language 
"by contact of a face of the sheet medium with a roller" is sufficient structure to make the clause 
improper. Therefore, the 112 paragraph 6 analysis may only be carried out on the other two 
mean + function clauses in the claim. 

(1) Does the prior art element perform the same function? 
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a) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers. 

b) means for lifting a trailing edge of the sheet medium upward and then over the roller 

Yes, both Applicant's device and Jensen's device discloses protrusions attached 
to roller which rotate to move the sheet over the roller to a stacking means 
(compare Jensen Fig. 4 with Applicant Fig. 2). 

(2) Does the explicit definition provided in the specification exclude the prior art element as an 
equivalent? 

a) means for placing a colorant on a sheet 

No. 

b) means for lifting a trailing edge of the sheet medium upward and then over the roller 

No. 

(3) Is the prior art element actually an equivalent of the means plus function? 

Factors considered when deciding equivalence 

a) prior art element must perform an identical function of corresponding element in 
specification 

i) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers 
which perform the identical function of printing on sheets. 

ii) means for lifting a trailing edge of the sheet medium upward and then over the 
roller 
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Yes, both Applicant's device and Jensen's device discloses protrusions 
attached to roller which perform the identical function of moving the sheet over 
the roller to a stacking means (compare Jensen Fig. 4 with Applicant Fig. 2). 

b) are there indicia sufficient to conclude that one element is or is not an "equivalent" of a 
different element 

i) does prior art element perform substantially the same function in 
substantially the same way and produce substantially the same result as corresponding 
element in specification 

A) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers 
which perform the identical function of printing on sheets. 

B) means for lifting a trailing edge of the sheet medium upward and then over the 
roller 

Yes, both Applicant's device and Jensen's device discloses protrusions 
attached to roller which perform the identical function of moving the sheet 
over the roller to a stacking means (compare Jensen Fig. 4 with Applicant 
Fig. 2). 


ii) would a person of ordinary skill in the art have recognized the 
interchangeableness of the prior art element for the corresponding element in 
specification 
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A) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers 
which would be interchangeable. 

B) means for lifting a trailing edge of the sheet medium upward and then over the 
roller 

Yes, both Applicant's device and Jensen's device discloses protrusions 
attached to roller which perform the identical function of moving the sheet 
over the roller to a stacking means (compare Jensen Fig. 4 with Applicant 
Fig. 2) which would be interchangeable. 

does the prior art element perform the function in substantially the same 
function is performed by the corresponding element in specification 


iii) 

manner as the 


A) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers 
which perform in substantially the same manner. 

B) means for lifting a trailing edge of the sheet medium upward and then over the 
roller 

Yes, both Applicant's device and Jensen's device perform in substantially 
the same manner in that they have protrusions, attached to roller, which 
engage the trailing edge of the sheet and which perform the identical 
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function of moving the sheet over the roller to a stacking means (compare 
Jensen Fig. 4 with Applicant Fig. 2). 


iv) whether there are insubstantial differences between the prior art element 
and the corresponding element in specification 

A) means for placing a colorant on a sheet 

Yes, both Applicant's device and Harvey's device means are printers 
which have no substantial differences that the examiner can identify. 

B) means for lifting a trailing edge of the sheet medium upward and then over the 
roller 

Yes, both Applicant's device and Jensen's device protrusions. Applicant's 
protrusions are flexible and bend away from direction of travel while 
Jensen's are soft and compressible and also retract within the roller. 
However, the differences do not appear substantial, since both devices 
operate to move the sheets trailing edge upwards to a stacking station and 
the differences to not take away from the operation. 
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Allowable Subject Matter 

Claims 14 is objected to as being dependent upon a rejected base claim, but would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Kohner whose telephone number is 571-272-6939. 
The examiner can normally be reached on Mon-Fri 9-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Crawford can be reached on 571-272-691 1 . The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Matthew J. Kohner 

Examiner 

Art Unit 3653 


